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PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Mail Stop AF 
Commissioner for Patents 
PO Box: 1450 

Alexandria, VA 223 13-1450 


In response to the Advisory Action dated 4/3/2006, rejecting the Amendment 
dated March 14, 2006, we request that you please review this continued rejection: 

On December 29, 2005, Examiner Shay issued a final rejection of Claims 1, 3, 4, 
6, 8, and 9 under 35 U.S.C. 103(a); Claims 2, 5, and 7 under 35 U.S.C. 103(a); Claim 10 
under 35 U.S.C. 103(a); Claim 11 under 35 U.S.C. 103(a) and Claim 13 under 35 U.S.C. 
103(a). This final rejection merely repeated verbatim the same rejections in the office 
action of 6/28/2005. 

In the first rejection, the Examiner states on page 2, second paragraph, "McDaniel 
teaches a device and method for irradiating tissue to produce biostimulation using optical 
fibers, wherein any type of tissue can be irradiated. Dzbby (sic) teaches the use of 
oligomode optical fibers. {This is the heart of the evidence produce by the Examiner and 
similarly in the other rejections} It would have been obvious to the artisan of ordinary 
skill to employ a device and method as taught by Dabby in the device and method of 
McDaniel, since McDaniel proves no particular structure for the fiber optic applicator 
{underlining added to show clear errors}, or, alternatively, to employ the device and 
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method of McDaniel in the device and method of Dabby, since the device and method of 
Dabby is tided (sic) to no particular application {underlining added top show clear error}, 
thus producing a device and method such as claimed." 

Reference is made to MPEP 706.02(j), see Exhibit 1, wherein it states, "the 
examiner should set forth in the Office action: (A) the relevant teachings of the prior art 
relied upon, preferably with reference to the relevant column or page number(s) and line 
number(s) where appropriate, ..." 

Also noted to establish a prima facie case, "First, there must be some suggestion 
or motivation, either in the references themselves or in the knowledge generally available 
to one of ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. Finally, the prior 
art reference (or references when combined) must teach or suggest all the claim 
limitations " 

The Examiner has repeatedly failed to provide any such support for these 
rejections, which has forced the applicant to only surmise the factual support for the 
conclusitory statements made by the Examiner as the above demonstrates in responding 
to these statements. 

As further noted in MPEP 2144.08, Section III, page 2100-160 to 161, see Exhibit 
2, "the findings should clearly articulate {underling added} which portions of the 
reference support any rejection. Explicit findings on motivation or suggestion to select 
the claimed invention should also be articulated {underling added} in order to support a 

35 U.S.C. 103 ground of rejection Conclusory statements of similarity or motivation, 

without any articulated rationale or evidentiary support, do not constitute sufficient 
factual findings ." {underlining added} 

In response to this vague rejection (about 25 words in the factual section), the 
applicant has provided almost two and half pages of detailed explanation (about 700 
words) which clearly indicates that neither reference teaches, motivates, the combination; 
there is no expectation of success reasonable or otherwise. Also, the references should 
teach all of the claim limitations. 

In the final rejection of these claims, the Examiner notes as to the McDaniel and 
Dabby references, see Page 3, first half of the page, "The examiner has specifically 
specified the motivation in the final sentence of the rejection. In addition to these 
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motivations is also noted that the device of Dabby reduces spending losses. This would 
also be motivation to include the fiber of Dabby, the device of McDaniel as more of the 
therapeutic radiation would reach the treatment site, despite bends in the fiber." 

The last sentence of this rejection states, "It would have been obvious to the 
artisan of ordinary skill to employ a device and method as taught by Dabby in the device 
and method of McDaniel, since McDaniel provides no particular structure for the fiber 
optic application , or, alternatively, to employ the device and method of McDaniel in the 
device and method of Dabby since the device and method of Dabby is tided(sic) to no 
particular application, thus producing a device and method such as claimed." 

Firstly, this does not clearly articulate the motivation and there is no factual 
support for such assertions, whatever that may be. The Examiner contends that the 
Dabby device can be used in McDaniel and/or the McDaniel device can be used in 
Dabby. Such a nebulous and contorted statement of motivation provides the applicant 
little to attack and merely forces the applicant to go the extra mile in responding to this 
rejection. It merely states the same conclusion in two directions. 

Firstly, there is no reason to combine these two references. 

Secondly, the applicant contends that this does not constitute sufficient factual 
findings . The McDaniel reference certainly discloses unique "structure" that typically is 
a flat panel of illuminating sources such as LEDs feeding through optical fibers, for 
example, for the treatment of various skin conditions. See Figure 4 of McDaniel. The 
use of LEDs is almost totally supported by McDaniel with laser diodes mentioned in the 
examples, in particular. Further, the Examiner claims that Dabby is tied to no particular 
application which is not true. Dabby' s fibers are directed at communication and data 
fibers, not fibers that carry multichromatic radiation from LEDs, for example, for only a 
few feet in the devices shown. See, for example, Dabby, at Col. 7, lines 36 to 38, "the 
optical waveguide formed in accordance with the invention is installed in a system with 
waveguide total length being in excess of 9000 meters." See Col. 5, lines 53 to 54, 
"telecommunication grade fibers" See also, Col. 1, lines 16 to 19, "telecommunications", 
"high capacity data processing", "other communications environment". The Examiner 
has merely ignored the teachings of these references, making statements not supported by 
the teachings of these references, and combined them solely by ignoring these teachings 
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to arrive at an unworkable combination in an attempt to find elements of the present 
invention. 

Clearly, why would someone use an optical fiber design for use in lengths in 
excess of 9000 meters for telecommunications and data processing in a doctor's office 
setting where clearly the fiber lengths are only a few feet if that. Further, the Examiner 
claims that the use of Dabby 's optical fibers would reduce the cost in the device of 
McDaniel as motivation. The examiner, apparently using the fact that telecom fibers are 
inexpensive compared to multimode specialty fibers, presumes that oligimode fibers, 
since Dabby mentions them in only a telecom context, must also be cheaper than 
multimode fibers. The oligimode fiber is more expensive than a simple multimode of 
similar size. His presumption is clearly incorrect because telecom fibers are cheaper 
than other fibers because they are made on dedicated towers at speeds 10-30 times faster 
than multimode fibers; they use less glass than most multimode fibers; and they are sold 
in enormous volumes compared to non-telecom fibers. Furthermore, the Dabby fiber 
operates as a "virtual single mode" device or even a dual mode but with the second order 
mode being suppressed. See Abstract. Therefore, the motivation provided by the 
Examiner is not found in the references but in a desire to combine these references to 
meet the elements in the present invention. MPEP 706(j), page 700-48, second column at 
top, states that the motivation for combining and success must be both found in the 
references, not in applicant's disclosure , {underlining added} 

In the final rejection and in response to the applicant's statement, the Examiner on 
page 2 of the Final Rejection, notes, "Applicant then asserts that the McDaniel reference 
fails to disclose a 'source for leaking radiation along the length of the waveguide'. The 
examiner must respectfully point that the requirement in the claim is that the radiation 
leak at "at least one location along the length of the fiber" is satisfied by the exiting of the 
radiation at the fiber end, ..." 

The Examiner further continued the prior rejection with a verbatim statement of 
these rejections. 

In the Applicant's after final response, a detailed explanation was made as to the 
term "leak". See page 6, third paragraph. After this section the applicant goes into a 
detailed explanation as to why the two references of McDaniel and Dabby can not be 
combined. See Page 6, last paragraph to Page 8, first full paragraph. 
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The Applicant in response to this final rejection submitted an after final 
amendment on March 14, 2006, and, in particular, took issue with the Examiner's 
interpretation of the word "leak" meaning radiation coming from the end of the fiber. 
This is a technical word in the optical fiber art and has a specific meaning as provided by 
the applicant in three Exhibits to mean radiation that comes from the side of an optical 
fiber, certainly not the radiation from the end of the fiber as contended by the Examiner. 

In an advisory action dated 4/3/2006, the Examiner claims he reconsidered the 
claims but did not allow any claims, and supported such by "The publications submitted 
do not show that the examiner's interpretation is exclused {should be excluded} from the 
proper definition of the term "leaky", for example, the fiber-optics glossary from which 
one of the submissions was gleaned does not have a definition for the term leak posted on 
its page for terms beginning with C L\" 

For the Examiner to demand that the applicant find a definition that excludes his 
interpretation of the term "leak" or "leaky" is totally unjustified. This manner allows the 
Examiner to create any interpretation of words and then force the applicant into a position 
of proving that his interpretation is not supported by the art meaning of the word. Why 
would a dictionary or the like make such an exclusionary statement as demanded by the 
Examiner. The meaning of the word "leak" from an optical fiber is well known in the art 
and certainly does not include the light leaving from an output end of the optical fiber and 
to have a dictionary state such is beyond a reasonable demand. Even Dabby describes the 
process of energy "leak," "energy losses result because energy is radiated out the side of 
the waveguide." Col. 1, lines 52 to 53. 

It is therefore respectfully asserted that there are insufficient facts to support the 
Examiner's rejection under 35 U.S.C. 103(a) and further that statements made by the 
Examiner are clearly in error and purposively created to make the rejection without 
references to specific statements in the references for support. 



Respectfully submitted. 
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